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Customer No.: 20,99 



Applicant 
App. No. 
Filed 
For 



Examiner 
Art Unit 



RESPONSE TRANSMITTAL 




Robert M. Hamilton, et al. 

10/020,544 

November 29, 2001 

PORTABLE GAS POWERED 
POSITIVE PRESSURE 
BREATHING APP ARTUS 
AND METHOD 

Joseph Francis Weiss, Jr. 

3743 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 



CERTIFICATE OF MAILING 

I hereby certify that this correspondence and all 
marked attachments are being deposited with the 
United States Postal Service as first-class mail in 
an envelope addressed to: Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 22313- 
1450, on 



^7 l k*"< 




Pui Tfihi Ho, Reg. No. 44,155 



Transmitted herewith for filing in the above-identified application are the following enclosures: 

(X) Establishment of Right of Assignee to Take Action and Revocation and Power of 
Attorney in 2 pages. 

(X) Copy of Assignment in 12 pages. 

(X) Return prepaid postcard. 

(X) The Commissioner is hereby authorized to charge any additional fees which may 
be required, or credit any overpayment, to Account No.lvl-1410. 




Pui Tong Ho 
Registration No/44, 155 
Attorney of Record 
Customer No. 20,995 
(949) 760-0404 



H:\IX)CS\PTH\PTH-1681 .DOC:dd 
051804 



EMED.001A 



PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant 
App. No. 
Filed 



November 29, 2001 



Robert M. Hamilton et al. 



10/020,544 



For 



PORTABLE GAS POWERED POSITIVE 
PRESSURE BREATHING APPARATUS 
AND METHOD 



Examiner : 



Joseph Francis Weiss, Jr. 



ESTABLISHMENT OF RIGHT OF ASSIGNEE TO TAKE ACTION 

AND 

REVOCATION AND POWER OF ATTORNEY 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, V A 223 1 3- 1 450 

Dear Sir: 

The undersigned is empowered to act on behalf of the assignee below (the "Assignee"). 
A true copy of the original Assignment of the above-captioned application from the inventor(s) to 
the Assignee is attached hereto. This Assignment represents the entire chain of title of this 
invention from the Inventor(s) to the Assignee. 

I declare that all statements made herein are true, and that all statements made upon 
information and belief are believed to be true, and further, that these statements were made with 
the knowledge that willful, false statements and the like so made are punishable by fine or 
imprisonment, or both, under 18 U.S.C. § 1001, and that willful, false statements may jeopardize 
the validity of the application, or any patent issuing thereon. 

The undersigned hereby revokes any previous powers of attorney in the subject 
application, and hereby appoints the registrants of Knobbe, Martens, Olson & Bear, LLP, 2040 
Main Street, Fourteenth Floor, Irvine, California 92614, Telephone (949) 760-0404, Customer 
No. 20,995, as its attorneys with full power of substitution and revocation to prosecute this 
application and to transact all business in the U.S. Patent and Trademark Office connected 



App. No. : 10/020,544 

Filed : November 29, 2001 

herewith. This appointment is to be to the exclusion of the inventor(s) and his attorney(s) 
accordance with the provisions of 37 C.F.R. § 3.71. 

Please use Customer No. 20,995 for all communications. 



Dated: C%k^ lh ^QfriJ 

Title: President and CEO 

Address: 420 Exchange 
Suite 250 
Irvine, CA 92602 



Emergent Respiratory Products, Inc. 
Hans Gregory WgDd 
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AMENDED AND RESTATED ASSIGNMENT AGREEMENT 

«reJl S Am T m Zi ™~"> » «fc and 
Support Techptoloc7 Ik , p2r ■ !>„,„ beiween Life 

Products, Ip-cTSpS^S SS^LS* f'l f, MCR0ENT ' 

wtporanon ( 9, based upon the following recitals: 

Recitals 

fEMTTent^ the predecessor of ERP, 

iAgree^ent"), pursuant to wSSJSSS 2 °° 2 ( "° riginal Assi g" mc » 

f intellectual property and EMT aereed M n ™ t Certam patCnt a PP«^tions and other 
Moment; and t0 pay certain "^ties in consideration of such 

|RP; (ii) remove the revers on r ght of LST1 ^^5^"^?^ ^ Wassi S»d to 

« ^ - good and valuable consideration. 

Wgnment Agreement, in h?S£ I fSfoS ^ ^ * ^ ^ * C ° ri S inaI 

^wir^e^: ^ PUrp ° SeS ° f this nt, the defined terms below shall have the 



Motions, ooinSSL^^viSS? Appl ' CatIOn ' inc,udi "g b "t not limited to 
P~- P atents^ 



1.2 



"Effective Date" means January I, 2002. 



JSS^IS^S ? °f **" ERP to an 



1.4 



DOC 
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imposed on sale of Products, all as determined in accordance with 
practices of EBP. 

' L5 "Non-Patent Intellectual Property Rights" means all copyrights, trade secret 

rights, and other proprietary rights but excluding any patent rights or trademark rights. 

1.6 "Pending Application" means the patent application listed in Exhibit A 

1.7 "Pending Claim " means a claim of the Pending Application. 

• v - 1 * 8 !. j* apr f duct " n"* 118 a continuous positive airway pressure ventilator and breathina 
circuit including the patient value but excluding any stand-alone face mask and/or other devices 
or equipment not covered by a Valid Claim or Pending Claim. " 

^horiiv "Regulatory Approval" means any approvals, licenses, registrations or 
authorizations of any country, federal, state or local regulatory agency, nunistry, department 
bureau or other governmental entity necessary for the marketing and sale of a Product. 

v u u' 10 l Vati ? C J aim " shaU mean a claim of an issued and unexpired Assigned Patent 
which has not been held permanently revoked, unenforceable or invalid by a decisiof of a court 
or other governmental agency of competent jurisdiction, unappealable or unappealed within the 

SlS^Tf t° f aPPeal * 7" WhiCh ^ n0t ^ admitted to be invalid ° r ««n&»d,2to5 
reissue or disclaimer or otherwise. ^ 

2. Assignment. 

^ „ ♦J* 1 ♦ Ass . i §" ,n " ,t of Assigned Rights. LSTI hereby irrevocably and unconditionally 
and wthout any right of reversion, sells, transfers, assigns and conveys to ERP SSSflfle 
and interest m and to the Assigned Patents, including the right to recover damaaes for anv 
mS?irJ the m ****~n In conn ectlon wS^uch taS as Znt 

practicable foUowing the Amendment Effective Date, LSTI shall sign and d^uver to ERP ai 
such documents as are reasonably necessary or otherwise reasonably requested by EW» inorfer 
uriSS* IT*' ^t^oing Assignment in the United S^e/andly^ relent 
jun^ctmn, including, without limitation, the Patent Assignment attached hereto as Shhtt 

2.2 Patent Prosecution and Enforcement. 

(a) Prosecution. ERP wUl have sole control over the filina prosecution. a „d 
maintenance of the Assigned Patents {"Prosecution"). Within ten ^<»^^Sr ti£ 
Amendment Effective Date, LSTI shall deliver to ERP the prosecutkS ffles of X AssW 
P^erns a^therwise cooperate with ERP in transferring the^osecution «X~££^ 

Assigne^Rightfag^ S ° le ~» 1 ™ e " f ~ - «*- of the 

n «H a .i 2 *? • Wa,Ver and Q uitdaim - LSTI hereby waives and quitclaims to ERP anv 

and all claims of any nature whatsoever, which LSTI now has or may hereafte? for 

USE?* ^ ^ ^ ^ ° f **? <*■** AS ^« stents. Furthermore^ LS^l 
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acknowledges that: (a) it currently does not have and never had any owlg^nyj^aJastiri aid to 
U.S. Patent Application No. 10/313,526 titled "Pressure Face Mask and Nasal Mask" (*ERP 
Application") or any Non-Patent Intellectual Property Rights relating to the ERP Application or 
the Assigned Patents (collectively, "ERP Intellectual Property"); (b) it inadvertently attempted 
to assign ownership interest in ERP Intellectual Property to ERP in the Original Assignment 
Agreement; and (c) ERP owns all right, title, and interest in and to the ERP Intellectual Property. 
Notwithstanding the foregoing, to the extent LSTI has any ownership interest in and to any ERP 
Intellectual Property, LSTI hereby irrevocably and unconditionally assigns, releases and 
quitclaims to ERP the entire right, title, and interest whatsoever which LSTI may have in all ERP 
Intellectual Property. 

2.4 Facilitation of Transfer. At ERP's request within a reasonable time after the 
Effective Date, LSTI shall cause to be delivered to ERP all originals and copies of or other 
tangible manifestations of the Assigned Patents of any sort in LSITs possession or control 
constituting or relating to the Assigned Patents, to the extent such materials have not been 
transferred or are not in the possession or control of ERP prior to the Effective Date. 

3. Development of Proddcts and Regulatory Approval. ERP hereby covenants 
that it will (i) use commercially reasonable efforts to develop, at its sole cost and expense, for 
commercial use and market Products as soon as reasonably practicable, consistent with sound 
business practices, (n) file and diligently prosecute the Pending Application, and (Hi) in the event 
any Product requires Regulatory Approval prior to ERP's marketing or selling such Product in 
any relevant jurisdiction, ERP shall make application to the relevant regulatory authority and 
diligently pursue the application process to obtain such Regulatory Approval. 

4. Assistance TO BE Provided By LSTL LSTI shall provide to ERP all information and 
documents m its possession, or reasonably available to it, relating to the Assigned Patents as may 
be necessary to enable ERP to pursue the performance of its duties and obligation under this 
Agreement and to permit ERP to develop Products as required under this Agreement. 

5. Royalties and Fees. 

5.1 Royalties. In consideration of the assignment of the Assigned Patents hereunder 
commencing on the First Commercial Sale, ERP shall be obligated to pay to LSTI the following 
royalty amounts during the Royalty Term: * . 

«. «. i a) f °"r Percent (4%) of Net Sales in each of the first four calendar quarters 
after the First Commercial Sale. goners 

„ w a *!? et percent (3%) of Net Sales in each of th * second four calendar 

quarters after the First Commercial Sale. . 

a i C) ^ percent (2 ° /o) of Net Sales in 63011 of the third four calendar quartets 

after the First Commercial Sale. quarters 

9ftArt . v . t < d) one , Percent (1%) of Net Sales in each of the fourth four calendar quarters 
after the First Commercial Sale and thereafter for the remainder of the Royalty Term. 
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h«r,,m.w . .f? twithstandin e the foregoing, the maximum amount of any royalties payable 
VW? a n n ° CVent eXC6ed ^y-fi^ th ousand dollars ($25,Oo6) per quarter (the 

^P^^SST- T W ° U,d ° thenVi l e bC PayaWe but for the ^11 not be due 
ana payable to LSTI and shall not carry over into subsequent quarters. 

unon fhf*Pirc* r° yal,y T Tc\ ER f» ^^on to pay royalties hereunder shall commence 
upon the First Commeraal Sale and shall continue until either ERP has paid total cumuladve 

SSZ 2 ^f^Z^T ■ 000) a ****** e,ecttd » 'Z+ZtSZ 

commencing wuh ft, fl« w calendar quarter ending after ft. date of S BuS^rnKS. 

^LV^"?" 0 " ° f ' he fees unto AgreemenT^SS SSeSlo 

permit an independent certified public accountant, selected by LSTI but acceMabteto^? !° 

P««« (5%) or greater than those reported to LSTI by ERP, fte cos, of the LSTJSmSI 
a. any & in S SRrSftt o&^.tcT 5f 

right, i/rty hafet'a" r^M^ltl jT*?"* —*«•-* waives any 
Agreement. LSTI further waives all rights under Section 1542 nVSZ? t5 S £* I .f?«» lmen t 
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A GENERAL RELEASE DOES NOT EXTEND TO CLAIMS WHICH THE 
CREDITOR DOES NOT KNOW OR SUSPECT TO EXIST IN HIS FAVOR AT THE TIME 
OF EXECUTING THE RELEASE, WHICH IF KNOWN BY HIM MUST HAVE 
MATERIALLY AFFECTED HIS SETTLEMENT WITH THE DEBTOR. 

6. Independent Contractor. In performing its services under this Agreement, ERP 
shall be and act as an independent contractor and shall be responsible for the payment of wages 
and salaries to its employees together with all employee related benefits, if any, and shall be 
responsible for all federal and state tax withholdings, health and welfare benefits and other 
employee benefits and rights. ERP shall be responsible to pay for outside services and materials 
utilized in the course of performing its duties under this Agreement. 

7. Term. The term of this Agreement shall commence on the Effective Date and shall 
expire upon expiration of the Royalty Term. 

8. Representations By LSTL LSTI represents and warrants to ERP all of the following: 

8.1 LSTI is a corporation duly organized, validly existing and in good standing under 
the laws of the state of Florida and has the full power, right, and authority, corporate and 
otherwise, to execute, deliver and perform this Agreement in all respects, and has, by ail 
necessary corporate action, duly and validly authorized the execution and delivery of this 
Agreement and its performance. 

8.2 LSTI possesses all right, title and interest in and to the Assigned Patents necessary 
to effect the Assignment. 

• 8.3 ERP shall receive all right, title, and interest in the Assigned Patents free and clear 
of any liens, encumbrances, claims, or agreements or understandings of any kind either written 
or oral which are inconsistent with the Assignment. 

. *: 4 . Usin 8« maki ng» selling, or importing a Product or performing a process as 
described in the Assigned Patents does not infringe or violate any patent, copyright, trade secret 
or any another proprietary right arising under the laws of the United States, any other jurisdiction 
or any treaty regime, all of which shall hereinafter be singularly or collectively referred to as "IP 

9. Representations By ERP. ERP represents and warrants to LSTI all of the following: 

9.1 ERP is a corporation duly organized, validly existing and in good standing under 
the laws of the state of California and has the foil power, right, and authority, corporate and 
otherwise, to execute, deliver and perform this Agreement in all respects, and has, by all 
necessary corporate action, duly and validly authorized the execution and delivery of this 
Agreement and its performance. 

9.2 ERP has adequate resources to enable it to perform its obligations hereunder. 

10. Indemnification 
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10.1 Indemnification of LSTI. ERP shall indemnify, defend, and hold LSTI and its 
directors, employees, representatives, and agents (collectively, the "LSTI Indemnitees") 
harmless from and against any and all claims, demands, actions, costs, or liabilities in whatever 
form (hereinafter "Claims"), including attorneys' fees and court costs at both trial and appellate 
levels for any loss, damage, or injury, to persons or property, or loss of life, caused by the use 
testing, storage, handling or manufacture of Products developed, manufactured or sold by ERP- 
provided that CO the LSTI Indemnitee promptly notifies ERP in writing after the LSTI 
Indemnitee receives notice of any Claim, and (ii) ERP shall have the right to have sole control of 

*H5" *J/%' a ?S4!?? r i* ht ? d settleraent negotiations relating to any Claim, or portion 
thereof, and (iii) the LSTI Indemnitee reasonably cooperates with ERP in the defense of any such 
Claim. J 

10.2 Indemnification of ERP. LSTI shall indemnify, defend, and hold ERP and its 
directors, employees, representatives, and agents (collectively, the "ERP Indemnitees'^ 
harmless from and against any and all Claims, including attorneys' fees and court costs at both 
trial and appellate levels^ that allege that the practice or use of any Assigned Patents by ERP 
infringes or misappropriates any IP Rights of any third party, provided that (I) the ERP 
Indemnitee promptly notifies LSTI in writing after the ERP Indemnitee receives notice of any 
Claim, and (u) LSTI shall have the right to have sole control of the defense, trial, and aS related 
setuement negot.at.ons relating to any Claim, or portion thereof, and (iii) the ERP Indemnitee 
reasonably cooperates with LSTI in the defense of any such Claim. em tee 

ll. Notices 

oi W n JSL »^e required or permitted hereunder shall be in writing and shall be sufficiently 
SSSTr"** S 0 !^" 1 first J class registered mail and address to the party for whom it is 
Z n2? t£ re °^ d addrcS8 ' SUC 5 n0tice * haU be eflFective M <> f the **eit is deZheJ ui 
nuJZ n^Z"-* Pat l *K ~* a J*** of any such notice by facsimile to thefacshnile 
number of the receiving party at the same time notice is mailed. 

The record address of LSTI for this purpose is: 
1302 Alia Mesa 
Brea, California 92621 
Fax: (562) 697-7853 

The record address of ERP fortius purpose is: 

420 Exchange, Suite 250 . 
Irvine, California 92602 
Fax:(714)263-3788 

ti™ k Th !u addre i S a ? d . facsimile numb er for receipt of notice may be changed from time to 
time, by either party giving written notice to the other of the change. 

frV aS^? I s ? a ?" owled Ses that it has had access to the prosecution files of 
r^H P f , ? aDd AsSlgned Patents ERP Intellectual Property which wnsthute 
confidential and proprietary information of ERP ("ERP Confidential Informrion^ TS. 
acreages and confirms that maintaining the confidently of af E^CoLem^ 
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Information is of the utmost importance to ERP and that any disclosure of such ERP 
Confidential Information by LSTI may diminish the value and strength of the trade secrets and 
other information included therein. LSTI acknowledges that (a) it has no right to use any ERP 
Confidential Information, (b) it will not use or disclose to any third party any ERP Confidential 
Information, and (c) it has returned to ERP all tangible materials embodying any ERP 
Confidential Information. 

13. GENERAL PROVISIONS. 

13.1 Governing Law; Venue. This Agreement shall be governed solely and 
exclusively by and construed in accordance with the internal laws of the State of California, as 
applied to agreements entered into in California by California residents. Except for each parry's 
right to seek equitable or injunctive relief wherever it deems appropriate in order to enforce, 
perfect or otherwise in connection with its rights under this Agreement, any action or proceeding 
arising from or relating to this Agreement shall be brought solely and exclusively in federal court 
in the Southern District of California or in state court in Orange County, California, and each 
party irrevocably submits to the jurisdiction and venue of any such court in any such action or 
proceeding. 

. . 13 « 2 Severability. If for any reason a court of competent jurisdiction finds any 
provision of this Agreement invalid or unenforceable, then that provision of the Agreement shall 
be enforced to the maximum extent permissible and the other provisions of this Agreement shall 
remain in full force and effect. 

u ,, ^ 13 J* Counterparts. This Agreement may be executed in counterparts, each of which 
shall be deemed an original, but both of which together shall constitute one and the same 
instrument 

13.4 Entire Agreement. This Agreement and Exhibits A and B constitute the 
complete and exclusive agreement between the parties with respect to the subject matter hereof 
superseding and replacing any and all prior and contemporaneous agreements (including the 
Original Assignment Agreement), communications, and understandings (both written and oral> 
regarding such subject matter. 7 

13.5 Modification and Waiver. No modification to this Agreement, nor any waiver 
ot any rights, shall be effective unless consented to in writing by both parties. The failure of a 
party to enforce at any time any of the provisions of this Agreement, or the failure to require at 
any tune performance by one or both of the parties of any of the provisions of this Agreement 

vJ^S? be x construed to be a present or future waiver of such provisions, nor in any way 
affect the ability of a party to enforce each and every such provision thereafter. 

13.6 Captions and Headings. The captions and headings contained in this Agreement 
are for convenience : of reference only and shall not modify, define, limit or otherwise affect the 
meaning of any of the terms or provisions hereof 

13.7 Attorneys* Fees. In the event of any litigation, arbitration or other proceeding by 
which one party seeks either to enforce its rights under this Agreement, in any nature, or seeks a 
declaration of any rights or obligations under this Agreement, the prevailing party shall be 

397492 Y6/SD 
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provided reasonable attorneys' fees, together with any costs and expenses, to resolve the dispute 
and to enforce any final judgment. 

13.8 Assignment. This Agreement shall not be assignable by a party hereto without 
the written consent of the other party, which consent will not be unreasonably withheld, except 
that either party may assign or otherwise transfer this Agreement and the rights and obligations 
hereunder without the other party's consent to any successor to all or substantially all of its 
business or assets to which this Agreement pertains, whether by merger, sale, operation of law or 
otherwise. Any assignment in violation of this Section shall be null and void This Agreement 
shall be binding upon and inure to the benefit of the permitted successors and assigns of the 
parties. 
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into as SSSS^SS!^ Parti6S h3Ve ^ Agreement to be and entered 
Llf.Suppo.Tec^, In , . Eme ^ nt?espirat rod ^ 

Bv: ^^/;iL.,ri/- - By: j}i^J^ 

Name: k^^r> fa - j Namc: ft* AV kf<A»y V^A 

Title! l^lt^rV", _ . (7 . K ? TTir 



Title: VVfi-Yn^-A/T TiUe: ^Cgh 
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[Signature Page to Assignment Agreement] 



Apr 05 04 09:30a ^^MERGENT 



14-263-2495 



P- 11 



Exhibit A 




Pending Application 



AMPLICATION 
NO. 


Title 


Inventors 


Filing Date 


10/020,544 


Continuous Positive Airway 
Pressure Apparatus and 
Method; Portable Gas 
Powered Positive Pressure 
Breathing Apparatus and 
Method 


Robert 
Hamilton & 
Anthony 
Gambone 


Original Filing 

Date is 
November 29, 
2001 
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ASSIC MM ENT OP PATENT APPLICA TION 



. ~m^r\ ■ IV/^f 

Whereas, Ljfe Support 
(J- all right, title, and interest S^Ss ^ * FJ ° rida ^-tion, (-a^ 
"Patent Application"); and US ' P"** "RPlfcatton listed in 

INC, a Ca,ifo mi a coition 

S^ 8 ^^ ^M&tSj D f ^ - ^ d and 
toes hereby sell, assign and transfa S • Ch m herefa y acknowledged Assizor 
^entatives, all right title, b^ZJTJ^T' J 1 ' SUCcesso ^ ^ignTand S 
Jtents which may be granted Wof &2L£ ^ A PP ,icati °"> and toXuuS 

^examinations, substitutions, conSo™ £,J W ^ d ' ** 3,1 divi ^ns, reissue? 
^.onstheteof (collective^ "fSS^^^,^ convSons.^3 
*d damages for past infringement, if any 0 SpZ f C,aims > faction 

■^signor hereby authorizes and requests ti,e iSLJS* A PP bcat ">n and Future Patents- and 

patent offices throughout the^oriT^ J*** «* trademark Office 

, ssjgnor's mterest is concerned, to Assigned PatentS resu,tin g *enrfh«m insofaras 

)hcat,on and Future h^fi^tS^T?? dl ' SCl ° Sed in Pa ^ 
>n patents, utility models, industrial moo^Tand £ £5? '° fi,e a PP Ji «tions and 

twn name throughout the world including all ztoS* S^-*" inv ^ns in Assignee's 
.N'ces reserving ownership of S^^S^JT^Z' *" "'^ t0 pub,ish caut ^y 
.;pjopnate registries; and Assignor fE aSes^ ^ "?* to such '^entions^ 

iphcabons, assignments, declafnons^XdalTand a^L*** "* *" POWeni of att ^ 



Life Support Technology, Inc., 



Name: - t*£*'Jr M . t , . . . 
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Schedule a 
Patent Application 




Application 
No, 


TITLE 


Inventors 


Filing Date 


10/020,544 


Continuous Positive Airway 
Pressure Apparatus and 
Method; Portable Gas 
Powered Positive Pressure 
Breathing Apparatus and 
Method 


Robert 
Hamilton 8c 
Anthony 
Gambone 


Original Filing 

Date is 
November 29, 
2001 
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